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SIR: 



I, 



, a citizen of Japan, 



hereby declare and state that: 
1 . I have a degree in _ 



, which was 



conferred upon me in by _ 

located in 



2. I have been employed by _ 

since and I have a total of ^ 

field of 



_ years of work and research experience in the 



3. The following experiments were carried out by me or under my direct supervision 
and control. 

4. The experimental conditions used to create Tables 9 and 10 of the specification 
were used to produce the attached Tables 9+ and 10+. 



Application No. 10/620,388 • . 

Declaration Under 37 e.F.R. § 1.132 

5. The symbol o in Tables 9+ and 10+ has the same meaning as in Tables 9 and 10, 
namely that "the structure is fine and homogenized" (specification at page 45, lines 9-10). 

6. table 9+ and Fig. 6+, along with Table 9 and Figs. 5-8 fi-om the specification, 
show that a significant improvement in homogeneous texture is achieved by the invention of 
independent Claims 1 and 31 in the range of "Ca(Calcium) : 0.0005-0.003 mass%". 

7. Table 10+ and Fig. 9+, along with Table 10 and Figs. 9-1 1 fi-om the specification, 
show that a significant improvement in homogeneous texture is achieved by the invention of 
independent Claims 1 5 and 26 in the range of "Ca(Calcium) : 0.0005-0.003 mass%". 

8. I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and fiirther that 
these statements were made with the knowledge that willfiil false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willfiil false statements may jeopardize the vahdity of this 
application or any patent issuing thereon. 

9. Further declarant saith not. 

Date: 



Declarant's Name (typed) 

Attached: 

Table 9+ (with Fig. 6+) 
Table 10+ (with Fig. 9+) 
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often improperly minimized. See Roberts v. 
floss, supra. 

The Supreme Court has recognized the var- 
ious problems which are created when a Dis- 
trict Court adopts proposed findings of fact 
and conclusions of law without change. Never- 
theless, as the majority notes, the Supreme 
Court has indicated that such findings are not 
to be rejected out of hand and are still subject 
to a clearly erroneous standard of review. 

Anderson v. Bessemer City, U S 

105 S.Ct. 1504, 1511. 84 L.Ed. 2d 

518, 527 (1985); United States v. Marine 
Bancorporation, 418 U.S. 602, 615 n. 13 
. (1974); and United Slates v. El Paso Natural 
Gas Co., 376 U.S. 651, 656-57 (1964). Nota- 
bly, however, Anderson is factually distin- 
guishable from the case at bar. The Court in 
Anderson specifically found that the trial judge 
had issued a preliminary opinion, that the 
judge had not "uncritically accepted the jpro- 
posed] findings" and that the opposing party 
had been given an opportunity to respond to 
the proposed findings. 84 L.Ed. 2d at 527. 
Similarly, the Court in Rosemount, Inc. v. 
Beckman Instruments, Inc., 727 F.2d 1540, 
1 544 n. 4. 221 USPQ 1 , 5-6 (Fed. Cir. 1984). 
found that the District Court issued a memo- 
randum decision. Finally, it is worth noting 
that although the Supreme Court has "sug- 
gest[ed] that even when the trial judge adopts 
proposed findings verbatim, the findings are 
those of the court and may be reversed oiily if 
clearly erroneous." it has at the same time 
strongly criticized the practice. Anderson, 84 
L.Ed. 2d at 527. See also. Marine Bancorpora- 
tion, and El Paso Natural Gas Co., supra. 

I concur in the majority opinion because 1 
find that although the Supreme Court has 
criticized the practice of adopting proposed 
findings verbatim, it has held that the clearly 
erroneous standard is not thereby rendered 
inapplicable. I agree with the majority that the 
findings of fact in this case withstand scrutiny 
under such a standard of review. Nevertheless, 
I feel that several very close factual questions 
were presented in this case and wonder wheth- 
er the District Court would have reached the 
same result had it separately prepared the 
findings. 

Although I feel constrained to agree that this 
Court must decide this case as it has. I believe 
that an alternative exists which would more 
effectively protect the procedures set forth in 
Rule 52(a). That alternative would be to sim- 
ply remand cases such as the one now before 
this Court to the District Court for its reconsi- 
deration. Such a rule would have two benefi- 
cial effects. First, it would ensure proper con- 
sideration of a case by a District Court. 
Second, it would leave intact the clearly erro- 
neous standard of review; a standard which 



appears to have been undermined sub silencio 
in some cases on appeal in an effort by the 
Courts of Appeal to compensate for inad- 
equate consideration by a District Court. 

By this suggestion, I do not denigrate the 
value and importance of having the parties 
assist the Court in its task by submitting 
proposed findings of fact and conclusions of 
law. Moreover, I do not envision this proce- 
dure to be one that will be used frequently. 
When, however, the record contains no indica- 
tion of the District Court's own reasoning for 
its holding, and when the proposed findings 
have been adopted verbatim by a District 
Court without any opportunity for the oppos- 
ing party to file objections, the better course of 
action would be to remand the case to the 
District Court for its reconsideration: Never- 
theless, while I believe that such a practice 
would be in keeping with the spirit, if not the 
letter, of Rule 52, it has hot yet been approved 
by the Supreme Court and I therefore concur 
in the niajority opinion. 
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1. Patentability — Anticipation - 
eral (§51.201) 



n gen- 



Federaf district court erred by authorizing 
issuance of patent on claims that, properly 
construed, are anticipated under 35 USC 102 
by published article which admittedly dis- 
closed alloy on which these claims read. 

ly — Invention — 
Jhemical (§51.5093) 

Specific claimed alloy. Whose compositions 
are in such close proportions to those in prior 
art that, prima facie, one skilled in art would 
have expected them to have same properties, 
must be considered to have been obvious from 
known alloys. 

Particular patents — Alloys 

Covington and Palmer, Titanium Alloy, or- 
der for issuance of patent reversed. 
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Appeal from District Ck)urt for the District 
of Columbia, Penn, J.; 225 USPQ 673. 

Action by Titanium Metals Corporation of 
America, against Donald W. Banner Commis- 
sioner of Patents and Trademarks, under 35 
use 145. From judgment for plaintiff, defen- 
dant appeals. Reversed. 

Fred E. McKclvey, Deputy Solicitor (Joseph 
F. Nakamura, Solicitor, and Henry W. 
Tarring, II, Associate Solicitor, on the bneO 



David C. Breuning, and Webb, Burden, Rob- 
inson & Webb, P.A., both of Pittsburgh, Pa. 
(Richard L. Byrne, Pittsburgh. Pa., on the 
brief) for appellee.. 

Before Rich and Newman, Circuit Judges, 
and Nichols, Senior Circuit Judge. 

Rich, Circuit Judge. 

This appeal is from an Order of the United 
States District Court for the District of Co- 
lumlua in a civil action brought pursuant to 35 
U.S.C. § 145 against Donald W. Banner as 
Commissioner of Patents and Trademarks ' 
authorizing: the Commissioner to issue to ap- 
pellee a patent containing claims 1, 2, and 3 of 
ratent application serial No. 598,935 for "TI- 
TANIUM ALLOY." The Commissioner has 
ap(>ealed. We reverse. 

I Background 

The inventors, Loren C. Covington and 
Howard R.: Palmer, employees of appellee to 
whom they have assigned their invention and 
the application thereon, filed an application on 
March 29, 1974, serial No. 455,964, to patent 
an alloy they developed. The application in- 
volved on this appeal is a continuation-in-part 
thereof, filed July 25, 1975, containing the 
three claims on appeal. The alloy is made 
primarily of titanium (Ti) and contains small 
amounts of nickel (Ni) and molybdenum (Mo) 
as alloying ingredients to give the alloy certain 
desirable properties, particularly torrosiion re- 
sistance in hot brine solutions, while retaining 
workability sc that articles such as tubing can 
be fabricated from it by rolling, welding and 
other techniques: The inventors apparently 
also found that iron content should be limited. 
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iron being an undesircd impurity rather than 
an alloying ingredient. They determined the 
permissible ranges of the components, above 
and below which the desired properties were 
not obtained. A precise definition of the inven- 
tion sought to be patented is found in the 
claims, set forth below, claim 3 representing 
the preferred composition, it being understood, 
however, that no iron at all would be even 
more preferred. 

1. A titanium base alloy consisting essen- 
tially by weight of about 0.6% to 0.9% 
nickel, 0.2% to 0.4% molybdenum, up to 
0.2% maximum iron, balance titanium, said 
alloy being characterized by good corrosion 
resistance in hot brine environments. 

2. A titanium base alloy as set forth in 
Claim 1 having up to 0.1% iron, balance 
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' After suit was brought and before entry of said 
Order, Commissioner Gerald J. Mossinghoff, Ban- 
ner's successor in office, was . substituted as defen- 
dant. He has, in turn, been succeeded by Donald J. 
Quigg, but no formal substitution of Quigg has been 



3. A titanium base alloy as set forth in 
Claim 1 having 0.8% nickel, 0.3% molybde- 
num, up to 0.1% maximum iron, balance 
titanium. 

The examiner's final rejection, repeated in 
his Answer on appeal to the Patent and Trade- 
mark Office (PTO) Board of Appeals (board), 
was on the grounds that, claims 1 and 2 are 
antiripated (fully met) by, and claim 3 would 
have been obvious , from, an article by Kala- 
bukhova and Mikheycw, Investigation of the 
Mechanical Properties, of Ti-Mo-Ni Alloys, 
Russian Metallurgy (Metally) No. 3, pages 
130-133 (1970) (in the court below and here- 
inafter called "the Russian article") under 35 
U.S.C, § § 102 and 103, respectively. The 
board affirmed the examiner's rejection. How- 
ever, it mistakenly proceeded on the assump- 
tion that all three claims had been rejected as 
anticipated under § 102 by the Russian article 
and ignored the obviousness rejection. On this 
appeal the PTO says it does not , pursue the § 
103 rejection further. Appellee proceeds on the 
basis that only the § 102 rejection is before us. 

Both the examiner and the board had before 
them as evidence three affidavits by Rosen- 
berg, Palmer, and Hall and a declaration by 
Minkler, by which they were not persuaded of 
patentability. 

The Russian article is short (3 pages), high- . 
ly technical, and contains 10 graphs as part of 
the discussion. As its title indicates, it relates to 
ternary Ti-Mo-Ni alloys, the subject of the 
application at bar. The examiner and the 
board both found that it would disclose to one 
skilled in the art an alloy on which at least 
claims 1 and 2 read, so that those claims would 
not be allowable under the statute because of 
lack of novelty of their subject matter. Since 
the article does not specifically disclose such an 
alloy in words, a little thinking is required 
about what it would disclose to one knowl- 
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edgeable about Ti-Ni-Mo alloys. The PTO 

did that thinking as follows: 

Figure Ic |a graph] shows data for the 
ternary titanium alloy which contains Mo 
and Ni in the ratio of 1:3. Amongst the 
actual points on the graph is one at 1 % Mo 
+ Ni. At this point, the amounts of Mo and 
Ni would be 0.25% and 0.75% respecuvely. 
A similar point appears on the graph shown 
in Figure 2 of the article. 

Appellants do not deny that the data 
points arc disclosed in the reference. In fact, 
the Hall affidavit indicates at least two 
specific points (at 1% and 1.25% Mo + Ni) 
which would represent a description of al- 
loys falling within the scope of the instant 
claims. ■ l l 

On that basis, the board found that the 
claimed alloys were not new, because they 
were disclosed in the prior art. It having been 
argued that the Russian article contams no 
disclosure of corrosion-resistant proper<i« of 
any of the alloys, the board held: 

The fact that a particular property or the 
end use for this alloy as contemplated by 
appellants.was not recognized in the article 
is of no consequence. 
It therefore held the Russian article to be an 
anticipation. noUng that although the article 
does not discuss corrosion resistance, it docs 
disclose other properties such as strength and 
ductility. The PTO further points out that the 
authors of the reference must have made the 
alloys to obtain the data points. 

Being dissatisfied with the decision of the 
board. Titanium Metals Corporation of 
America, as assignee of the Convington and 
Palmer application, then brought an action in 
the District Court for the District of Columbia 
against the Commissioner pursuant to 35 
TJ.S.C. § 145, its complaint alleging that the 
board's decision "was erroneous and contrary 
to law," and making profert of a certified copy 
of the application and all papers in the hie 
thereof, together with a copy of the Russian 
article which was the sole basis of the Fl U 
refusal to allow the claims. It prayed that the 
court adjudge it entitled to a part containing 
claims 1-3 and authorize the Commissioner to 
grant such a patent. The Commissioner filed 
an answer denying that the applicants were 
the first inventors of the alloys claimed or 
entitled to a patent, alleging that the claims are 
not patentable under the law. and making 
profert of the Examiner's Answer, the Board 
of Appeals' decision, and the pnor art 
reference. , ^ „^ 

The case cairie on for tnal on January 24 
1980, before the Honorable John G. Pcnn and 
was concluded in. two and a half hours. The 
testimony of one witness was heard by the 



court Dr. James C. Williams, professor at 
Carn^ie-Mcllon University in Pituburgh 
and an expert in titanium metallurgy. His 
testimony was about equally divided between 
direct and cross examination. 

At the conclusion of thc plaintifTs case, the 
following exchange took place betweenthe 
judge and the Associate Solicitor for the PTO: 
THE COURT: All right. Mr. Tamng? 
MR. TARRING: Your Honor, general- 
ly the position of the Patent Office is we rely 
on the position of the tribunals below, the 
examiner and the Board of Appeals and 
their decisions are both present in the exhib- 
it which 1 submitted earlier. I was not quite 
- sure whether you would prefer that we have 
a post-trial brief in the matter. If that s your 
preference we could do that or I could make 
an argument on the basis of the law right 
now. I don't know what your preference 
would be. Otherwise, I'm not going to call 
any witnesses. 

THE COURT: You are not going to 
what? . r 

MR. TARRING: I have no intention ol 
calling any witnesses so it's really a mattei 
of argument at this point, I think. 

THE COURT: Of course, I have re- 
ceived yoiir pre-triaL briefs. 
After further discussion, it was settled that 
both parties would file further briefs after the 
hearing transcript had been prepared. They 
were filed in April and May, 1984 On No- 
vember 16 the Distria Court entered the Or- 
der appealed from followed on November 28 
by a supporting memorandum opinion. Janu- 
ary lO; 1985, the PTO filed its Notice of 
Appeal. This court has heard oral argument 
and received briefs. 



Hie District Court Opinion 

The trial court's memorandum opinion' 
having been published, we shall merely outhne 

Aft"er'stating the nature of the action and the 
relief sought. Part 1 is a summarization of the 
contents of the patent specification, a statemeiit 
of the issues, and of the PTO rejection which is 
stated both correctly as the examiner made it 
and incorrectly as the board assumed it to be. , 
Part II is a statement of the District of Colum- ^ 
bia Circuit Court of Appeals' attitude toward 
plaintifTs burden on review of the PTO board 
decisions in § 1 45 actions, namely, that it is a 
"heavy burden," "great weight" being given to 



lb nom. Titanium Metals Corpora- 
ioJAmerica v. Mossinghoff. 603 F.Supp, 87. 225 



' Reported sub n 



USPQ 673 (D. b.C. 1984). 
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the pro decision because of its "expertise," a 
"thorough conviction" that it erred being re- 
quired, as well as a lack of a "rational basis for 
if: conclusions." In Part III is a brief discus- 
sion of "anticipation" under § 102 with cita- 
tion of two cases from our predecessor Court of 
Customs and Patent Appeals, In re Wilder, 
429 F.2d 447. 166 USPQ 545 (1970), and In 
re UGrice, 301 F.2d 929. 133 USPQ 365 
(1 962), with emphasis placed on their holdings 
that an anticipatory reference must be an 
"enabling" reference, the implication being 
that the Russian article perhaps docs not en- 
able one to know all the things that the plam- 
tifTs inventors disclosed in their application, 
such as the range limits of the alloying ingredi- 
ents Mo and Ni and the corrosion resistance. 
The court then states that after considering all 
of the affidavit and declaration evidence which 
was before the PTO, it still lacked the neces- 
sary "thorough conviction" required to over- 
turn the PTO decision even though, left to its 
own judgment of the evidence, it would be 
willing to do so. It then reviewed the evidence 
of Dr. Williams taken before it. Dr. Williams 
was qualified as an expert in titanium metal- 
lurgy but not in patent law. The questions he 
was asked, however, pertained to the interpre- 
tation of patent claims, as quoted in the court|s 
opinion. The court was of the view that his 
testimony "fully supports the arguments made 
by the plaintiff in this case" and found it "to be 
very persuasive." The court then concluded 
that claims 1-3 were not anticipated and that 
claim 3 was wrongly rejected as directed to 
obvious subject matter. In the court's view. Dr. 
Williams' testimony tipped the scales in favor 
of issuing a patent, 

OPINION 

1. Jurisdiction 

This suit was brought in the district court 
pursuant to 35 U.S.C. § 145. Our jurisdiction 
rests on 28 TJ.S.C. § 1295(a)(4)(C) which 
provides as follows: 

§ 1295; Jurisdiction oj the United States 
Court oJ Appeals Jor the Federal 
Circuit 

(a) The- United States Court of Appeals 
for the Federal Circuit shall have exdiisive 
jurisdiction — 



(4) of a 



appeal from a decision of — 



(C) a district cour 

directed pursuant t 

title 35; 

This case having been directed to the District 
Court for the District of Columbia by § 145, 
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this court's jurisdiction is exclusive of the V 
Court of Appeals for the District of Columbia 
and is therefore governed by the precedents of 
this court and its predecessor courts. See South 
Corporation v. United States, 690 F.2d 1368, 
215 USPQ 657 (Fed. Cir. 1982). 

Strange as it may seem to any district judge ^ 
not to be governed by the precedents of his own 
Court of Appeals, that is the situation created 
by Congress in the Federal Courts Improve- 
ment Act of 1982. § 402 of Pub. L. 97-164, 
Apr. 2. 1982, 96 Stat. 37, effective Oct. 1, 
1982, in the interest of promoting a uniform 
patent law by having only one Court of Ap- 
peals deciding questions of patent law, wheth- 
er review be of decisions of the Patent and 
Trademark Office or of district court judg- 
ments in cases arising under the patent laws of 
the United States. Cf. § 1295(a)(1). We do not 
fault the district judge, however, for having 
stated the precedents of his own circuit in this 
§ 145 case because this is one of the first 
occasions we have had to review a judgment in 
such a case. Nor do we need to determine 
whether we should apply those precedents 
here. 

2. The rejections under review 

Tracing the PTO rejections under review 
below, we encounter confusion. Although we 
arc reviewing the judgment (in the form of an 
order) of the district court, ' the effect of that 
order is to hold that the PTO's rejections of 
claims 1-3 were in error. The actual holding 
of the district court was: 

The Court concludes that Claims 1, 2 and 3 
should not have been rejected on the basis of 
anticipation pursuant to 35 U.S.C. § 102. 
Moreover, the Court concludes that Claim 3 
should not have been rejected as being obvi- 
ous pursuant to 35 U.S.C. § 103. 

Thus, the Court finds as a fact and con- 
cludes as a matter of law that the decision of 
the Board of Appeals was in error. The 
testimony of Dr. Williams, which remains 
uncontradicted, adds sufficient weight to the 



>The Order entered Nov. 16, 1984, after prcr 
liminary recitations, reads as follows: 

ORDERED that the Commissioner of Patents 
and Trademarks is authorized to issue to plaintifT, 
Titanium Metals Corporation of America, as 
assignee and owner of application Serial No. 
598,935, United Sutes Letters Patent on Titan- 
ium Alloy including Claims Nos. 1 , 2 and 3 in due 
form as prescribed by the Patent Laws of the 
United States. 
The ultimate issue actually before us is whether the 
patent laws permit the Commissioner to issue such a 

^ii LIABLE COPY 



227 USPQ ^ 

plaintifTs sic 
Court's view 
ing evidence 
have been re 
Thus, the court 
been rejected fo 
examiner nevei 
opinion, as abt 
that he had, ne 
attention to dz 
ness or § 103, 
the words "XI 
affirmed." Th« 
as it might ha> 
Under these c 
that the board 
the rejection t 
we have statec 
only rejection 
for obviousnes 
The distrid 
outstanding r 
have reduced 
The appel 
suits its argur 
the § 103 rej. 
because it exi 
The PTO^ 
not pursuing* 
but ii is befoi 
the PTO. Th 
theory in his 
the examiner 
rejection of ' 
but that was 
we disregard 
of rejection. 
many holdin 
sorsthatanti 
only when tl 
is claimed ar 



* Resting c 
discloses an . i 
Mo, the Solic 
Moreovi 
claim 3, *vl 
dcnum, ui 
Inasmuch- 
nickel and 



contents w 
when expi 
the usual 

when the '. 
. greater, tt 

0.3% mol 



227 USPQ 



Titani 



1 Metals Corp. v. Banner 



777 



between the reference disclosure and the claim, 
the rejection must be based on § 103 which 
lakes differences into account. D. Chisum, 
Patents § 3.02. 

We have undertaken to settle the question 
whether we are dealing with one ground of 
rejeaion or two for the further reason that the 
standard of review of this court may vary in 
accordance with what the rejection is and 
whether it is considered to be a finding of fact 
or a conclusion of law. We have held that 
antidpation is a finding of fact, reviewable 
under the "clearly erroneous" standard. Shat- 
terproof Class Corp. V. Libbey-Owens Ford 
Co . 758 F.2d 613, 225 USPQ 634 (Fed. Cir. 
1985), and that obviousness is a conclusion of 

.^.^ „ . law not subject to that restraint, but is freely 

we have stated at the beginning, and that the reviewable. Gardner v. TEC Systems, Inc., 
only rejection outstanding against claim 3 is 725 F.2d 1338; 1344. 220 USPQ 777. 782 
for obviousness under § 103. 

The district court assumed there were two 



plaintifTs side to tip the scales and, in the 
Court's view, to result in dear and convinc- 
ing evidence that the application should not 
have been rejected. 
Thus, the court deemed all three daims to have 
been rejected for anticipation under § 102. The 
examiner never so rejected daim 3. The board 
opinion, as above noted, erroneously assumed 
that he had, never gave any special or separate 
attention to claim 3, never discussed obvious- 
ness or § 103, and concluded its opinion with 
the words "The dcdsion of the examiner is 
affirmed." The board made no new rcjertion, 
as it might have done, under 37 CFR 196(b). 
Under these circumstances, we shall assume 
that the board intended to, and did, affirm on/y 
the rejection that the examiner had 



tstanding rejections against daini 3. We 
have reduced it to one. 

The appellee, because it quite evidently 
suits its argument best, has preferred to ignore 
the § 103 rejection of claim 3, but we do not 
because it exists in the official record. 

The pro brief says the Commissioner "is 
not pursuing" the § 103 rejection in this court, 
but it is before us whether or not pursued by 
the PTO. The PTO Solidtbr developed a new 
theory in his brief, never propounded by cither 
the examiner or the board, to support a § 102 
rejection of claim 3 on the Russian article, 
but that was dearly beyond his province and 
we disregard it as amounting to a new ground 
of rejeaion. We also disregard it as contrary to 
many holdings of this court and its predeces- 
sors that anticipation under § 102 can be found 
only when the reference discloses exactly what 
is daimed and that where there are differences 



(Fed. Cir. 1984). That may make a difference 
■ n our review. 



•Resting on the fact that the Russian Article 
discloses an alloy containing 0.75% Ni and 0.25% 
Mo, the Solicitor's argument is as follows: 

Moreover, this alloy falls within the scope of 
claim 3, which specifics 0.8% nickel, 0.3% molyb- 
denum, up to 0.1% iron and balance titanium. 



claim, given tl 



3. The merits 

Finding, as we do, that daim 3 was never 
purposefully rejected under § 102, both the 
board and the district court being confused 
about that fact, we are left with the propriety 
of the rejection of claims 1 and 2 under § 102 
and the rejection of daim 3 under § 103. both 
rejections having been held by the district court 
to have been erroneous. That necessarily fol- 
lows from the court's condusion "that the 
Claims are patentable." We find that condu- 
sion contrary to statutory law and . will deal 
with the two grounds of rejection separately. 

A. Anticipation, § 702 

From consideration of the trial court's 
memorandum opinion, we are unable to deter- 
mine whether it erred because of misconstruc- 
tion of the claims, misreading of what the 
reference disdoses, lack of proper advice on the 
requirements of the patent statute respecting 
patentability, or the technical legal meaning of 
"anticipation," a term which some courts have 
erroneously used from time to time. 

We are left in no doubt that the court was 
impressed by the totality of the evidence that 
the applicants for patent had discovered or 
invented and disclosed knowledge which is not 
to be found in the reference, nor do we have 
any doubt about that ourselves. But those facts 
are beside the point. The patent law imposes 
certain fundamental conditions for patentabil- 
ity, paramount among them being the condi- 
tion that what is sought to be patented, as 
determined by the daims, be new. The basic 



Inasmuch as this daim specifies the content of 
nickel and molybdenum to a tenth of a percent, the 
the broadest reasonable interpreta- 
cover alloys the amounts of whose 
would correspond to the claim language 
when expressed in tenths of a percent. Following 
ihe usual convention of rounding off hundredths 
to tenths by increasing the tenths digit by one 
when the hundredths digit to be dropped is five or 
greater, the alloy of the Russian article, expressed 

ircentindaira3. providing in relevant part: Whoever invents 
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or discovers any new . . . composition of 
ter , or any new . . . improvemenl thereof, may 
obtain a patent therefor, subject to the condi- 
tions and requirements of this title." (Empha- 
sis ours.) The title of the application here 
m vol ved is "Titanium Alloy," a composition of 
matter. Surprisingly, in all of the evidence, 
nobody discussed the key issue of whether the 
alloy was new/ which is the essence of the 
anticipation issue, including the expert Dr. 
Williams. Plaintiff's counsel, bringing Dr. 
Williams' testimony to its climax, after he had 
explained the nature of the ingredients, the 
alloys made therefrom, and their superior cor- 
rosion resistance in hot brine, etc., repetitively 
asked him such questions as "Does the (Rus- 
sian) article direct you as one skilled in the art 
to a titanium alloy having nickel present in an 
amount between .6 and .9 percent molybde- 
num in an amount between .2 and .4 percent?" 
(emphasis ours) followed by "Is there any- 
thing mentioned in the article about corrosion 
resistance?" Of course, the answers were em- 
phatically negative. But this and like testimony 
docs not deal with the critical question: do 
claims 1 and 2, to vj\\\cV\ the questions obviousr 
ly relate, read on or encompass an alloy which 
was already known by reason of the disclosure 
of the Russian article? 

Section 102, the usual basis for rejection for 
lack of novelty or anticipation, lays down cer- 
tain principles for determining the novelty 
required by § 1 01 , among which are the provi- 
sions in § 102(a) and (b) that the claimed 
invention has not been "described in a printed 
publication in this or a foreign country ,^either 
(a) before the invention by the applicant or (b) 
more than one year before the application date 
to which he is entitled (strictly a "loss of right" 
provision similar to novelty). Either provision 
applies in this case, the Russian article having 
a date some 5 years prior to the filing date and 
its status as "prior art" not being questioned. 
The PTO was never specific as to what part of 
§ 102 applies, merely rejecting on § 102. The 
question, therefore, is whether claims 1 and 2 
encompass and, if allowed, would enable 
plaintiff-appellee to exclude others from mak- 
ing, using, or selling an alloy described in the 
Russian article. See 35 U.S.C. § 154. Kalrhan 
V. Kimberly-Clark Corp., 713 F.2d 760 218 
USPQ 781 (Fed. Cir. 1983). 

To answer the question we need only turn 
to the affidavit of James A. Hall, a metallur- 
gist employed by appellee's TIMET Division, 
who undertook to analyze the Russian article 
disclosure by calculating the ingredient per- 
centages shown in the graph data points, 
which he presented in tabular form. There are 
15 Items in his table. The second item shows a 
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within the ranges of 0.2-0.4% Mo and 
0.6-0.9% Ni of claims 1 and 2. As to that 
disclosed alloy of the prior art, there can be no. • 
question that claims 1 and 2 read on it and 
would be infringed by anyone making, using, 
or selling it. Therefore, the statute prohibits a 
patent containinjg . them. This seems to be a 
case either of not adequately considering the 
novelty requirement of the statute, the true 
meaning of the correlative term "anticipa- 
tion," or the meaning of the claims. 

By reason of the court's quotations from 
cases holding that a reference is not an antici- 
pation which does not enable one skilled in the 
art to practice the claimed invention, it appears 
that the trial court thought there was some 
deficiency in the Russian article on that score. 
Enablement in this Case involves only being 
able to make the alloy, given the ingredients 
and their proportions without more. The evi- 
dence here, however, clearly answers that 
two ways. Appellee's own patent 



question i 
applic 



«PP>ii.<iuuii does not undertake to tell, anyone 
how to make the alloy it describes and seeks to 
patent. It assumes that those skilled in the art 
would know how. Secondly, appellee's expert, 
Dr. Williams, testified on cross examination 
that given the alloy information in the Russian 
article, he would know how to prepare the 
alloys "by at least three techniques." Enable- 
ment is not a problem in this case. 

As we read the situation, "the court was 
misled by the arguments and evidence to the 
effect that the inventors here found out and 
disclosed in their application many things that 
one cannot learn from reading the Russian 
article and that this was sufficient in law to 
justify granting them a patent for their contri- 
butions — such things as what good corrosion 
resistance the claimed alloys have against hot 
bnne, which possibly was not known, and the 
range limits of the Ni and Mo content, outside 
of which that resistance diminishes, which are 
' teachings of very useful information. These 
things the applicants teach the art and the 
Russian article does not. Indeed, appellee's 
counsel argued in his opening statement to the 
trial court that the PTO's refusal of a patent 
was "directly contrary to the requirement of 
Article I, Section 8, of the Constitution," 
which authorizes Cktngress to create a patent 
law. But throughout the trial counsel never 
came to grips with the real issues: (1) what do 
the claims cover and (2) is what they cover 
new? Under the laws Congress wrote, they 
must be considered. Congress has not seen fit 
to permit the patenUng of an old alloy, known 
to others through a printed publication, by o" 
who has discovered iu corrosion r ' 



....w. ..^ lis (.-orrosion resistai 

' "'^f"' properties, or has found out to 

wS. Mol^nd 0 & rinTr ^-^^^ ^ >vhat extent o^e cVn modify the com^Sitlon of 
weight Mo and 0.75% Ni and this is squarely the alloy without losing such properties 
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It is also possible that the trial court did not 
properly interpret the claims and took them to 
be directed only to the applicants' discoveries 
about the properties of the alloys instead of to 
the alloys themselves, as they are, possibly 
because of the phrase at the end of claim 1, 
"characterized by good corrosion resistance in 
hot brine environments," which applies to the 
other two dependent claims also. No light is 
shed by its opinion on what the court thought 
the claims mean as the opinion does not con- 
strue the claims. Until it has been definitely 
determined what subject matter is being 
claimed, it is not known what it is that the 
PTO held to be unpatentable. Claim interpre- 
tation, which is the logical starting point of the 
analysis, is a question of law free from the 
clearly erroneous standard of review. Ray- 
theon Co. V. Roper Corp., 724 F.2d 951. 956, 
220 USPQ 592, 596 (Fed. Cir. 1983). It is the 
correct and necessary construaion of all three 
claims that they simply define titanium base 
alloys. Claims 1 and 2 state certain narrow 
limits within which the alloying ingredients, 
Mo and Ni, are present and necessarily cover a 
number of alloys. Claim 3 is specific to a single 
alloy. This said, it is immaterial, on the issue 
of their novelty, what inherent properties the 
alloys have or whether these applicants discov- 
ered certain inherent properties. 

The trial court and appellee have relied on 
In re Wilder, supra, but they have both failed 
to note those portions of that opinion most 
relevant to the present case. The issue there, as 
here, was anticipation of certain claims. 
Wilder argued "that even though there may be 
a technical anticipation, the discovery of the 
new property and the recitation of -this proper- 
ty in the claims 'lends patentable novelty' to 
the claims." The court answered: 

However, recitation, in a claim to a compo- 
sition, of a particular property said to be 
possessed by the recited composition, be that 
property newly-discovered or not, does not 
necessarily change the scope of the subject 
matter otherwise defined by that claim. [429 
F. 2d at 450, 166 UPSQ at 548.] 
The court in that case also said: 

[W]e start with the proposition that claims 
cannot be obtained to that which is not new. 
This was the basis of the holding in In re 
Thuau [135 F.2d 344, 57 USPQ 324 
(CCPA 1943). It. was the law then, is now 
and will be until Congress decrees other- 
wise. [Id.] 

It is also an elementary principle of patent law 
that when, as by a recitation of ranges or 
otherwise, a claim covers several compositions, 
the claim is "anticipated" if one of them is in 
the prior art. In re Petering, 301 F.2d 676, 
682 133 USPQ 275, 280 (CCPA 1962). 
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[1] For all of the foregoing- reasons, the 
court below committed clear error and legal 
error in authorizing the issuance of a patent on 
claims 1 and 2 since, properly construed, they 
are anticipated under § 102 by the Russian 
article which admittedly discloses an alloy on 
which these claims read. 

B. Obviousness, % 103 

Little more need be said in support of the 
examiner's rejection of claim 3, affirmed by the 
board, on the ground that its more specific 
subject matter would have been obvioiis at the 
time the invention was made from the knowl- 
edge disclosed in the reference. 

[2] As admitted by appellee's affidavit evi- 
dence from James A. Hall, the Russian article 
discloses two alloys having compositions very 
close to that of claim 3, which is 0.3% Mo and 
0.8% Ni. balance titanium. The two alloys in 
the prior art have 0.25% Mo - 0.75% Ni and 
0.31% Mo - 0.94% Ni, respectively. The pro- 
portions are so close that prima facie one 
skilled in the art would have expected them to 
have the same properties. Appellee produced 
no evidence to rebut that prima facie case. The 
specific alloy of claim 3 must therefore be 
considered to have been obvious from known 
alloys. 

Conclusion 

For the foregoing reasons, the decision and 
order of the district court holding that claims 1, 
2, and 3 are directed to patentable subject 
matter and authorizing the issuance of a patent 
thereon were clearly erroneous and are 

^^"reversed. 
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